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DETAILED ACTION 

Claims 10, 13, 20, 22, 23, 56, 57 have been examined. 

Continued Examination Under 37 CFR 1.114 
A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 8/31/09 has been entered. 

Response to Amendment 
The Amendment filed on 8/31/09 is sufficient to overcome the prior rejection. 
However, a new 102 and 103 rejection has been made. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 10, and its dependent claims, is rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. Based on Supreme Court 
precedent a method claim must (1 ) be tied to a particular machine or apparatus (see at 
least Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 
n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 
780, 787-88 (1876)) or (2) transform underlying subject matter (such as an article or 
materials) to a different state or thing (see at least Gottschalk v. Benson, 409 U.S. 63, 
71 (1 972)). A method claim that fails to meet one of the above requirements is not in 
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compliance with the statutory requirements of 35 U.S.C. 101 for patent eligible subject 
matter. To correct this issue, the independent claim could be amended such that at 
least one significant feature (not just data gathering or outputting) of the body of the 
claims actively uses a technological apparatus (computer, server, processor, etc). 
Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 10, 13, 22, 23, 56, 57 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Dustin (6,496,857). 

Claims 10, 22, 23. Dustin discloses: 

serving a first Web page to each of a plurality of users, the first Web page 
including a small form of an the advertisement (Figs. 2-2, 3-2, 4-2, 4-3; Abstract); and 

serving a second Web page to each of the plurality of users, the second Web 
page including a large form of the advertisement wherein the large form of the 
advertisement (i) has dimensions larger than the small form and (ii) has similar shape 
and proportions as the small form (Figs. 2-3, 4-2, 4-3; Abstract; 7:59-8:5). 

Claim 13. (Dustin further discloses the method of claim 10, further comprising: 
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providing an indication of an opportunity to view said large form of said 
advertisement to each user (7:1-20; 7:59-8:5); and 

receiving an indication of willingness to view said large form of said 
advertisement from each user (7:1-20; 7:59-8:5). 

Claim 56. Dustin further discloses wherein one or more a brand component, said 
small form of said advertisement, and said large form of said advertisement is served 
for a fixed period of time (7:1-20). 

Claim 57. Dustin further discloses: 

receiving an indication of a confirmation of a viewing of at least one of a brand 
component, said small form of said advertisement, and said large form of said 
advertisement (1:65-2:16; 7:1-20; 7:59-8:5); and 

receiving an indication of a willingness to view at least one of said brand 
component, said small form of said advertisement, and said large form of said 
advertisement (7:1-20; 7:59-8:5; 1:65-2:16). 

Note that the user selecting the thumbnail version of the ads acts as the user 
confirming viewing of the thumbnail/small form of the ad. Also, the selecting the 
thumbnail/small version of the ad in order to see the large/full form of the ads acts as a 
user indicating a willingness to see the large/full form of the ad. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 20, 56 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dustin (6,496,857). 

Claim 20. Dustin discloses the above. Dustin does not explicitly disclose wherein 
said large form of said advertisement is scrolled on the second Web page. However, 
Dustin discloses scrolling to view ads (7:1-20) and that large size forms of ads can be 
presented (Fig. 2-3 and above citations). And, the MPEP 21 44.04. IV.A states that 
changes in size are obvious. Hence, it is obvious that the large size of Dustin's ads can 
be increased even larger to warrant the scrolling capability of Dustin for viewing. One 
would be motivated to do this to present ads in a desired large size and with the 
necessary functionality for viewing. 

Claim 56. Dustin discloses the above. Dustin does not explicitly disclose wherein 
one or more a brand component, said small form of said advertisement, and said large 
form of said advertisement is served for a fixed period of time. However, Dustin 
discloses displaying ads for a period of time (7:1-20) and the Applicant states that it was 
obvious, old and well known to display ads for a fixed period of time on a screen 
(Applicant's own Specification PG_Pub version at [7]). Hence, it is obvious that Dustin 
can display the ads for a fixed period of time. One would be motivated to do this to 
better display ads for a relevant period. 
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Response to Arguments 

Applicant's arguments with respect to the claims have been considered but are 
moot in view of the new grounds of rejection above. Please see the Dustin reference 
above. 

Conclusion 

The following prior art made of record and not relied upon is considered pertinent 
to applicant's disclosure: 

a) Zustak 20020087402 at [50, 64]; Mannik 20040122731 and Geilfuss 
20020075332 disclose small versions of ads and large versions of ads. Mannik further 
discloses IER or interactive electronic representations of ads. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Arthur Duran whose telephone number is (571)272- 
6718. The examiner can normally be reached on Mon- Fri, 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571) 272-6724. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Arthur Duran 
Primary Examiner 
Art Unit 3622 

/Arthur Duran/ 

Primary Examiner, Art Unit 3622 
9/15/2009 



